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DETAILED ACTION 

1 . This office action is in response to tine RCE communication filed on 02/08/201 0. 

2. Claims 1-30 are presented for examination. 

3. Amendments to claims 1 , 6, 1 2-1 3, 1 6-1 7, 23, 28, and 30 have been entered and 
considered. 

Claim Rejections - 35 USC $ 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

4. Claims 18 and 19 are rejected under 35 U.S.C. 101, because the claimed 
invention is directed to a non-statutory subject matter that is non-functional descriptive 
material. Descriptive material that cannot exhibit any functional interrelationship with the 
way in which computing processes are performed does not constitute a statutory 
process, machine, manufacture or composition of matter. Certain types of descriptive 
material, such as the type of information that is included in advertiser data, does not 
create any functional interrelationship as the type of advertiser data and such 
descriptive material alone does not impart functionality to the server. Such "descriptive 
material" including the type of information that is included in advertiser data is not a 
process, machine, manufacture or composition of matter The claimed elements are 
simply information that is presented to the user that does not have any imparted 
functionality, and this data per se is therefore non-statutory material. Additionally, as 
found by the BPAI in Ex Parte Curry, No. 2005-0509 (30 June 2005), a particular type of 
"data in the databases and communication on the distributed network does not 
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functionally change either the data storage system or communication system used in 
the method... Nonfunctional descriptive material cannot render non-obvious an invention 
that would have otherwise been obvious." In re Ngai, 367 F. 3d 1336, 1339, 70 USPQ2d 
1862, 1864 (Fed. Cir. 2004). Cf In re Gulack, 703 F.2d 1381, 1385, 217 USPQ 401, 
404 (Fed. Cir 1983) (when descriptive material is not functionally related to the 
substrate, the descriptive material will not distinguish the invention from the prior art in 
terms of patentability). Thus, if the prior art suggests a message server configured to 
prompt the client system to send a client message to the message server, merely the 
type of information that is included in the client message would be presumed to be well 
within the level of ordinary skill in the art at the time the invention was made. The 
difference between the prior art and the claimed invention is simply a rearrangement of 
nonfunctional descriptive material. Ex Parte Curry, Ex Parte Mathias, No. 2005-1851 
(10 August 2005). Claims 18 and 19 recite recites "the sen/er wherein the advertiser 
data further comprises.. ." In reference to this limitation, the type of information that is 
included in advertiser data does not further limit the server. The server that is used to 
send one type of advertiser data versus another type of advertiser data does not 
change with what are the contents of that advertiser data as underlined here for 
clarification. Again, the server is for sending advertiser data, but the type of information 
that is included in the advertiser data is just non-functional descriptive material that is 
not being given patentable weight, since no additional server is required to send one 
type of advertiser data versus another type of advertiser data. The server for sending 
advertiser data does not change whether one or another type of advertiser data is sent. 
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Claim Rejections - 35 USC $ 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious 
at the time the invention was made to a person having ordinary skill in the art to which said 
subject matter pertains. Patentability shall not be negatived by the manner in which the invention 
was made. 

5. Claims 1-9, 11-18, 20-28, and 30, are rejected under U.S.C. 103(a) as being 
unpatentable over Singh et al. (Patent Number 7,231 ,358 hereinafter Singh) in view of 
Davis et al. (Patent Number 6,269,361 hereinafter Davis) and further in view of the 
Internet Archives Way Bacl< Machine printout of the 

www.gotoast.com/pdf/GTpapershoes.asp website from August 16, 2003 (hereinafter Go 
Toast). 

In reference to claims 1 , 23, and 30, Singh teaches an apparatus, a computer 
readable storage medium, and a method implemented on at least one network device, 
for placing predetermined content in a result from a sponsored search, comprising: 
providing at least a budget and a time interval lor placing at least one bid on a keyword, 
wherein the at least one bid is associated with the predetermined content, and wherein 
the predetermined content corresponds to the keyword (col. 2 lines 52-60, col. 3 lines 
22-44, and col. 6 lines 21-48); selecting at least one predetermined method for placing 
the at least one bid for the keyword in the result from the sponsored search, wherein the 
at least one selected method is enabled to optimize a plurality of separate bids for 
corresponding keywords, and wherein the optimization is based on an estimated 



Application/Control Number: 1 0/671 ,268 Page 5 

Art Unit: 3622 

number of clicks on content in the result from the sponsored search, and wherein the 
provided budget is available for use with the at least one selected method (col. 4 lines 
53-67 and col. 6 lines 1 to col. 15 lines 30); automatically placing the at least one bid on 
the keyword based on the at least one selected method and the provided budget, 
wherein automatically placing the at least one bid includes implementing the at least 
one selected method that optimizes the plurality of separate bids, and wherein the 
optimized plurality of separate bids includes the at least one placed bid (col. 4 lines 53- 
67 and col. 6 lines 1 to col. 15 lines 30). 

Singh does not specifically teach displaying the predetermined content that is 
associated with the at least one placed bid, and wherein the at least one placed bid is 
the at least one bid for the keyword, and wherein the at least one placed bid is at least 
one bid whose value is employed to acquire placement of the predetermined content in 
the result from the sponsored search. Davis teaches displaying the predetermined 
content that is associated with the at least one placed bid, wherein the at least one 
placed bid is the at least one bid for the keyword, and wherein the at least one placed 
bid is at least one bid whose value is employed to acquire placement of the 
predetermined content in the result from the sponsored search (col. 5 lines 4-52, col. 6 
lines 16-24, and Figures 7 and 9). It would have been obvious to a person of ordinary 
skill in the art at the time of the applicant's invention to modify Singh to include 
displaying the predetermined content that is associated with the at least one placed bid, 
and wherein the at least one placed bid is the at least one bid for the keyword, and 
wherein the at least one placed bid is at least one bid whose value is employed to 
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acquire placement of the predetermined content in the result from the sponsored search 
to ensure that the winning advertisers information is indeed displayed to the user when 
a user searches for a keyword associated with the advertiser's listing. 

Singh does not specifically teach at least one predetermined method dividing the 
budget into a plurality of sub-budgets for corresponding time intervals across the 
provided time interval, and the at least one predetermined method optimizing a plurality 
of separate bids for each sub-budget and corresponding time interval. Go Toast 
teaches at least one predetermined method dividing the budget into a plurality of sub- 
budgets for corresponding time intervals across the provided time inten/al (i.e. a 
separate budget for nighttime hours and daytime hours), and the at least one 
predetermined method optimizing a plurality of separate bids for each sub-budget and 
corresponding time interval (page 1). It would have been obvious to a person of 
ordinary skill in the art at the time of the applicant's invention to modify Singh to include 
at least one predetermined method dividing the budget into a plurality of sub-budgets for 
corresponding time internals across the provided time interval, and the at least one 
predetermined method optimizing a plurality of separate bids for each sub-budget and 
corresponding time interval to reduce advertiser's expenses and increase the 
advertiser's profitability by allowing the advertisers to reach an increased number of 
qualified buyers. 

6. In reference to claims 2 and 24, Singh does not specifically teach the method 
and program wherein acquiring of the placement of the predetermined content further 
comprises ranking of the predetermined content based in part on the value of each bid. 
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Davis teaches the method and program wherein acquiring of the placement of the 
predetermined content further comprises ranking of the predetermined content based in 
part on the value of each bid (col. 13 lines 10-25, col. 19 lines 8-58, and Figure 9). It 
would have been obvious to a person of ordinary skill in the art at the time of the 
applicant's invention to modify Singh to include in acquiring of the placement of the 
predetermined content ranking of the predetermined content based in part on the value 
of each bid to ensure that the winning advertisers information is indeed displayed to the 
user when a user searches for a keyword associated with the advertiser's listing. 

7. In reference to claims 3, 14, and 25, Singh teaches the method and program 
wherein placing the at least one bid further comprises at least one of placing a bid to 
acquire the placement of predetermined content in at least one of a lower position in the 
result of the sponsored search, and placing a bid to acquire the placement of 
predetermined content in at least one of a first three positions in the result of the 
sponsored search (col. 14 lines 44 to col. 15 lines 30). 

8. In reference to claims 4, 5, 15, 26, and 27, Singh teaches the method and 
program wherein the at least one selected method includes optimization of the plurality 
of separate bids based on a cost per acquisition (CPA) method, comprising at least one 
of minimum cost for maximum acquisitions (col. 7 lines 27-40 and col. 11 lines 48-50). 
(Note: claims 5 and 27 were not considered, since the first option of minimum cost for 
maximum acquisitions was selected in claims 4 and 26). 

9. In reference to claim 6, Singh does not teach the method wherein at least one 
selected method is adds an unused portion of the budget for a time interval to another 
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time interval. Daws teaches the method wherein at least one selected method is adds 
an unused portion of the budget for a time interval to another time interval It would have 
been obvious to a person of ordinary skill in the art at the time of the applicant's 
invention to modify Singh to include the option of adding an unused portion of the 
budget for a time interval to another time interval to enable the advertiser to reallocate 
funds instead of having to issue the advertiser a refund for the unused amount. 

10. In reference to claims 7, 16, and 28, Singh does not specifically teach the 
method and program wherein the keyword further comprises at least one of a provided 
keyword, and a generated keyword that is related to the provided keyword and is added 
to the at least one keyword. Davis teaches the method and program wherein the 
keyword further comprises at least one of a provided keyword (i.e. advertiser provides 
the keyword) (col. 5 lines 18-34), and a generated keyword that is related to the 
provided keyword and is added to the at least one keyword (i.e. system generates 
synonyms for the advertiser provided keyword and these can be added to the keywords 
selected by the advertiser) (col. 20 lines 46-65). It would have been obvious to a person 
of ordinary skill in the art at the time of the applicant's invention to modify Singh to 
include the keyword further comprising at least one of a provided keyword, and a 
generated keyword that is related to the provided keyword and is added to the at least 
one keyword to suggest and enable to the advertiser to add additional keywords on 
which the advertiser may want to bid on. 

11. In reference to claims 8 and 9, Singh teaches the method further comprising 
providing information that is employed by the at least one selected method to place the 
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at least one bid, wlierein the provided information furtlier includes start time col. 6 lines 
23-36), stop time (col. 6 lines 23-36), and relevant keywords (col. 10 lines 53-57) (Note: 
claim 9 was not considered, since the first option of position in ranked list of sponsored 
search result was selected in claim 8). 

12. In reference to claims 1 1 and 1 2, Singh does not specifically teach the method 
further comprising: determining multiple versions of predetermined content that 
corresponds to the keyword; alternating between each version of predetermined content 
placed in the result for the sponsored search; determining a number of clicks associated 
with each of the multiple versions of predetermined content. Davis teaches the method 
further comprising: determining multiple versions of predetermined content that 
corresponds to the keyword (col. 17 lines 53 to col. 18 lines 36 and Figure 7); 
alternating between each version of predetermined content placed in the result for the 
sponsored search (i.e. higher ranked listings are displayed first and the ranks can 
change in real time based on a bid amount) (col. 17 lines 53 to col. 18 lines 36 and 
Figure 7); determining a number of clicks associated with each of the multiple versions 
of predetermined content (i.e. recording click throughs) (col. 17 lines 63 to col. 18 lines 
3). It would have been obvious to a person of ordinary skill in the art at the time of the 
applicant's invention to modify Singh to include determining multiple versions of 
predetermined content that corresponds to the keyword; alternating between each 
version of predetermined content placed in the result for the sponsored search; 
determining a number of clicks associated with each of the multiple versions of 
predetermined content to ensure that users are provided with the version of the content 
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that is of most interest to the users. 

Singh also does not specifically teach selecting a version of predetermined 
content that is associated with a maximum number of clicks, wherein the selected 
version of predetermined content is employed to select a version of predetermined 
content ^or a subsequent result in the sponsored search and is based on a weighting 
factor. Mason teaches selecting a version of predetermined content that is associated 
with a maximum number of clicks, wherein the selected version of predetermined 
content is employed to select a version of predetermined content lor a subsequent 
result in the sponsored search and is based on a weighting factor (col. 6 lines 36-65). It 
would have been obvious to a person of ordinary skill in the art at the time of the 
applicant's invention to modify Singh to include selecting a version of predetermined 
content that is associated with a maximum number of clicks, wherein the selected 
version of predetermined content is employed to select a version of predetermined 
content for a subsequent result and is based on a weighting factor in the sponsored 
search to ensure that users are provided with the most relevant results that may or may 
not be the highest paid results. 

13. In reference to claim 13, Singh teaches a method for managing an advertising 
campaign for a sponsored search, comprising: providing at least one keyword (col. 6 
lines 21-60). Singh does not specifically teach providing advertising text wherein each 
bid for each keyword is employed by the sponsored search to rank placement of 
advertising text at a position on a displayed list that is generated by the sponsored 
search in response to a request for at least one provided keyword. Davis teaches 
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providing advertising text (col. 19 lines 59 to col. 20 lines 5) wherein each bid for each 
keyword is employed by the sponsored search to rank placement of advertising text at a 
position on a displayed list that is generated by the sponsored search in response to a 
request for at least one provided keyword (col. 17 lines 53 to col. 18 lines 36 and Figure 
7). It would have been obvious to a person of ordinary skill in the art at the time of the 
applicant's invention to modify Singh to include providing advertising text wherein each 
bid for each keyword is employed by the sponsored search to rank placement of 
advertising text at a position on a displayed list that is generated by the sponsored 
search in response to a request for at least one provided keyword to enable the user to 
view the content provided by the highest paying advertiser first. 

Singh teaches a method for providing a budget for automatically generating the 
at least one bid for each provided keyword of the at least one keyword over the period 
of time, wherein at least one bid for each provided keyword is dependent on at least the 
provided budget and the desired number of total clicks for the at least one provided 
keyword (col. 6 lines 1 to col. 15 lines 30); selecting at least one method for placing 
each at least one bid for each provided keyword of the at least one keyword over the 
period of time, wherein the at least one selected method is enabled to optimizes a 
plurality of separate bids for each provided keyword, and wherein the optimization is 
based on the provided budget and an estimated number of clicks on content in the 
result from the sponsored search (col. 6 lines 1 to col. 15 lines 30); and in response to a 
request for at least one provided keyword of the at least one keyword, employing the at 
least one selected method to automatically generate the at least one bid for the at least 
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one requested keyword for placement of the provided advertising text on tlie displayed 
list, wherein employing the at least one selected method includes optimizing optimizes 
the plurality, of separate bids based on the provided budget and the estimated number 
of clicks, and wherein the optimized plurality of separate bids includes including the at 
least one generated bid (col. 6 lines 1 to col. 15 lines 30). 

Singh does not specifically teach at least one method dividing the budget into a 
plurality of sub-budgets for corresponding time intervals across the provided time 
interval, and the at least one method optimizing a plurality of separate bids for each 
sub-budget and corresponding time interval. Go Toast teaches at least one method 
dividing the budget into a plurality of sub-budgets for corresponding time intervals 
across the provided time interval (i.e. a separate budget for nighttime hours and daytime 
hours), and the at least one method optimizing a plurality of separate bids for each sub- 
budget and corresponding time interval (page 1). It would have been obvious to a 
person of ordinary skill in the art at the time of the applicant's invention to modify Singh 
to include at least one method dividing the budget into a plurality of sub-budgets for 
corresponding time intervals across the provided time interval, and the at least one 
method optimizing a plurality of separate bids for each sub-budget and corresponding 
time interval to reduce advertiser's expenses and increase the advertiser's profitability 
by allowing the advertisers to reach an increased number of qualified buyers. 
14. In reference to claim 17, Singh teaches a server for placing advertiser data in a 
result from a sponsored search, comprising: a memory for storing logical instructions 
(col. 16 lines 66 to col. 17 lines 8); a transceiver for communicating over a network 
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(Figure 1), including receiving advertiser data (Figure 9), and a processor for executing 
the logical instructions stored in the memory, the logical instructions, when executed, 
causing actions to be performed, including (col. 16 lines 66 to col. 17 lines 8): receiving 
at least a budget to be provided for placing at least one bid on a keyword, wherein the 
at least one bid is associated with advertiser data that corresponds to the l<eyword (col. 
6 lines 1 to col. 15 lines 30); receiving a selection of at least one method performed by 
the server for placing the at least one bid for the keyword in the result from the 
sponsored search, wherein the at least one selected method is enabled to optimize a 
plurality of separate bids for corresponding keywords, and wherein the optimization is 
based on an estimated number of clicks on data in the result from the sponsored search 
(col. 6 lines 1 to col. 15 lines 30); automatically determining placement of the at least 
one bid for the keyword based on the at least one selected method and the received 
budget, wherein automatically determining placement of the at least one bid includes 
implementing the at least one selected method that optimizes the plurality of separate 
bids including the at least one bid (col. 6 lines 1 to col. 15 lines 30). 

Singh does not specifically teach displaying advertiser data that is associated 
with at least one bid for the keyword and whose value is employed to acquire placement 
of the advertiser data in the result from the sponsored search. Davis teaches displaying 
advertiser data that is associated with at least one bid for the keyword and whose value 
is employed to acquire placement of the advertiser data in the result from the sponsored 
search (col. 5 lines 4-52, col. 6 lines 16-24, and Figures 7 and 9). It would have been 
obvious to a person of ordinary skill in the art at the time of the applicant's invention to 
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modify Singh to include displaying advertiser data that is associated with at least one 
bid for the keyword and whose value is employed to acquire placement of the advertiser 
data in the result from the sponsored search to ensure that the winning advertisers 
information is indeed displayed to the user when a user searches for a keyword 

associated with the advertiser's listing. 

Singh does not specifically teach at least one method dividing the budget into a 
plurality of sub-budgets for corresponding time intervals across the provided time 
interval, and the at least one method optimizing a plurality of separate bids for each 
sub-budget and corresponding time interval. Go Toast teaches at least one method 
dividing the budget into a plurality of sub-budgets for corresponding time intervals 
across the provided time interval (i.e. a separate budget for nighttime hours and daytime 
hours), and the at least one method optimizing a plurality of separate bids for each sub- 
budget and corresponding time interval (page 1). It would have been obvious to a 
person of ordinary skill in the art at the time of the applicant's invention to modify Singh 
to include at least one method dividing the budget into a plurality of sub-budgets for 
corresponding time intervals across the provided time interval, and the at least one 
method optimizing a plurality of separate bids for each sub-budget and corresponding 
time interval to reduce advertiser's expenses and increase the advertiser's profitability 
by allowing the advertisers to reach an increased number of qualified buyers. 
1 5. In reference to claim 1 8, Singh teaches the server wherein the advertiser data 
further comprises of a time interval (col. 6 lines 21-47). 
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16. In reference to claim 20, Singh teaches the server, wherein the at least one 
selected method performed by the server includes optimization of the plurality of 
separate bids based on a cost per acquisition (CPA) method, comprising at least one of 
minimum cost for maximum acquisitions (col. 7 lines 27-40 and col. 1 1 lines 48-50). 

1 7. In reference to claim 21 , Singh teaches the server further comprising a user 
interface application configured to receive the advertiser data (Figures 1-6 and 9). 

1 8. In reference to claim 22, Singh teaches the server wherein the user interface 
application further comprises a graphical interface displayable at a client (Figures 1-6 
and 9), the graphical interface further comprises: an entry box configured to receive at 
least one of the budget (Figure 9), desired number of clicks, time zone, start time, stop 
time, number of clicks per day, position, relevant keywords (Figures 2, 5, and 7), 
advertising headline, advertising copy, and a URL; and a control means for enabling, an 
optimization of the received advertiser data, and the determination of the method (col. 4 
lines 53-67 and col. 6 lines 1 to col. 15 lines 30). 

Singh does not specifically teach the server wherein the control means enable for 
the generation of additional keywords. Davis teaches the server wherein the control 
means enable for the generation of additional keywords (i.e. system generates 
synonyms for the advertiser provided keyword) (col. 20 lines 46-65). It would have been 
obvious to a person of ordinary skill in the art at the time of the applicant's invention to 
modify Singh to include control means to enable for the generation of additional 
keywords to suggest to the advertiser additional keywords on which the advertiser may 
want to consider bidding. 
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19. Claims 10 and 29 are rejected under U.S.C. 103(a) as being unpatentable over 
Singh in view of Davis, further in view of Go Toast, and further in view of McGregor 
(Publication Number US 2002/0026360 A1 hereinafter McGregor). 

In reference to claims 10 and 29, Singh does not teach the method and computer 
readable storage medium further comprising providing a profile that is employed to 
provide at least one of the keyword, the budget, and selection of the at least one 
method for bidding on the keyword. 

McGregor teaches the method and program further comprising providing a profile 
that is employed to provide at least one of the keyword (i.e. profile comprises of and 
yields keywords) (page 6 paragraphs 59-61). It would have been obvious to a person of 
ordinary skill in the art at the time of the applicant's invention to modify Singh to include 
providing a profile that is employed to provide at least one of the keyword to provide an 
additional method of generating keywords for advertisers who may not want to specify 
keywords on their own. 

20. Claim 19 is rejected under U.S.C. 103(a) as being unpatentable over Singti in 
view of Davis, furttierin view of Go Toast, and furttier in view of Mason etal. (Patent 
Number 6,401,075 liereinafter Mason). 

In reference to claim 19, Singh does not teach providing multiple versions of an 
advertisement. Mason teaches providing multiple versions of an advertisement (col. 4 
lines 54 to col. 5 lines 3 and col. 6 lines 33-65). It would have been obvious to a person 
of ordinary skill in the art at the time of the applicant's invention to modify Singh to 
include providing multiple versions of an advertisement to enable the advertisers to 



Application/Control Number: 1 0/671 ,268 Page 1 7 

Art Unit: 3622 

determine which advertisements are the most effective. 

Response to Arguments 

21 . After careful review of Applicant's remarks/arguments filed on 02/28/201 0, the 
Examiner fully considered the arguments, but they are moot in view of the new 
ground(s) of rejection. Amendments to claims 1, 6, 12-13, 16-17, 23, 28, and 30, have 
been entered and considered. 

22. While the Applicant's amendments and arguments have addressed the 35 U.S.C. 
112 rejections, they caused the introduction of a new 35 U.S.C. 101 rejection as 

explained in the Office Action above. 

23. Applicants additional remarks are addressed to new limitations in the claims and 
have been addressed in the rejection necessitated by the amendments. 

Conclusion 

24. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Namrata (Pinky) Boveja whose telephone number is 
571-272-8105. The examiner can normally be reached on Mon-Fri, 8:30 am to 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Eric Stamber can be reached on 571-272-6724. The Central 
FAX phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 
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